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Claims Analysis 

Applicant is advised that the phrase "for optical resins" is regarded merely as a 
recitation of intended use and is, therefore, not assessed any patentable weight. 

"If the body of a claim fully and intrinsically sets forth all of the limitations of the 
claimed invention, and the preamble merely states, for example, the purpose or 
intended use of the invention, rather than any distinct definition of any of the claimed 
invention's limitations, then the preamble is not considered a limitation and is of no 
significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 
1298, 1305, 51 USPQ2d 1161, 1165 (Fed. Cir. 1999). See also Rowe v. Dror, 112 F.3d 
473, 478, 42 USPQ2d 1550, 1553 (Fed. Cir. 1997) ("where a patentee defines a 
structurally complete invention in the claim body and uses the preamble only to state a 
purpose or intended use for the invention, the preamble is not a claim limitation"); Kropa 
v. Robie, 187 F.2d at 152, 88 USPQ2d at 480-81 (preamble is not a limitation where 
claim is directed to a product and the preamble merely recites a property inherent in an 
old product defined by the remainder of the claim). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kukumoto et al., JP 9-12855. The abstract associated with this reference describes an 
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aromatic polycarbonate resin to which is added particles comprising an IPN of 
polyorganosiloxane and acrylic rubber. An IPN is contemplated by Applicant as being 
one form that the composite particles may take. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sakai et al., U.S. patent # 5,580,619 or Sakai et al., U.S. Patent # 5,503,932. See the 
abstract. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by JP 2003- 
98714. The ISA cites paragraphs 58-79 of this document as being especially germane 
to the claims. The Examiner agrees that there does appear to be some teaching of a 
copolymer comprising an organic polymer framework and a polysiloxane framework. 
Indeed, it is this copolymer that is comprehensively described over much of this portion 
of the disclosure. Relevant to the claims, paragraph 78 seems to indicate that these 
copolymers may be prepared in pelletized form. What is not clear from the machine 
translation is whether the pellets maintain their form when added to a binder resin (of 
which polycarbonate is exemplary according to paragraph 79) or, instead, is 
incorporated as a solution or a melt mix. A full written translation of this document has 
been requested to verify whether instant claim 2 is also anticipated. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Koloski et al., 
U.S. Patent # 6,548,590. This reference teaches composites obtained by impregnating 
an inorganic- or organic material into the natural free volume of a host polymer (column 
5, lines 56-59). Exemplary of an inorganic material is that which may form three 
dimensional networks in said free volume (column 10, lines 32-34 and column 11, lines 
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24-29). It is contemplated that the network forming material is one that interacts with 
functional groups contributed One favored permutation of an inorganic network is that 
which is derived from organosilanes (column 12, lines (paragraph bridging columns 1 1 
and 12). by the host matrix. See also paragraph 15, line 60 to column 16, line 4. 
Relevant to the present discussion, it is stated in column 8, lines *3-'6 that the host 
matrix may acquire any shape dictated by the intended use of the composite including 
that of a particle. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claim 1 is rejected on the ground of nonstatutory double patenting over claims 1 
and 6 of U. S. Patent No. 5,503,932 since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the patent. 
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The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter. Instant claim 1 is directed to nothing more than a composite 
particle featuring organic polymer framework and polysiloxane framework. The 
patented claims, likewise, recites a composite particle with numerous properties 
attached. The present claim embraces any composite polymer of similar constitution no 
matter the properties so there is substantial overlap in the scope of these claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc S. Zimmer whose telephone number is 571-272- 
1096. The examiner can normally be reached on Monday-Friday 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

June 20, 2007 




